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C ndy B. G eenbaum Attorney:

This case now comes up on opposer’s notion to conpel
The parties have fully briefed the issues.

As background, opposer served di scovery requests on
applicant on April 4, 2005, thereby naking applicant’s
responses due by May 9, 2005. On June 8, 2005, after
recei ving no discovery responses from applicant, opposer
contacted applicant by mail regarding the m ssing responses,
and allow ng applicant until June 13, 2005 to respond. On
June 14, 2005, after receiving no response to the June 8,
2005 letter, opposer filed the instant notion.

In response, applicant states, anong other things, that
it never received opposer’s discovery requests, and did not

recei ve the June 8, 2005 letter until June 16, 2005.°

! Applicant is advised that parties should not file with the
Board di scovery requests, discovery responses or naterials or
depositions obtained through the di scovery process except when
submtted with a discovery notion, in support of or in response



Trademark Rule 2.120(e) provides in pertinent part:

[A notion to conpel] nust be supported by a witten

statenment fromthe noving party that such party or the

attorney therefor has nade a good-faith effort, by

conference or correspondence, to resolve with the other

party or the attorney therefor the issues presented in

t he notion and has been unable to reach agreenent.

The Board finds that based on the record, opposer has
not satisfied its obligation under Trademark Rule 2.120(e)
to make a good faith effort to resolve the discovery
di sputes herein prior to seeking the Board' s intervention.
More specifically, a single letter to applicant, with no
follow up by letter or tel ephone to determ ne whet her
applicant had received the first letter and/or discovery
requests, does not rise to the level of even a mninm
showi ng of a good faith effort to resolve the discovery
di sput es.

In view thereof, opposer’s notion to conpel is deni ed.

The parties are rem nded that the purpose of discovery
is to advance the case so that it may proceed in an orderly
manner within reasonable tinme constraints. To this end, the
parties nust adhere to the strictures set forth in Sentrol,
Inc. v. Sentex Systens, Inc., 231 USPQ 666, 667 (TTAB 1986),
and repeat ed bel ow

[ E]ach party and its attorney has a duty not only to

make a good faith effort to satisfy the discovery needs
of its opponent but also to make a good faith effort to

to a sunmary judgnment notion, under a notice of reliance during a
party’'s testinony period, or as exhibits to a testinony
deposition. See authorities cited in TBMP 8§409.



seek only such discovery as is proper and relevant to
the specific issues involved in the case. Moreover,
where the parties disagree as to the propriety of
certain requests for discovery, they are under an
obligation to get together and attenpt in good faith to
resolve their differences and to present to the Board
for resolution only those remaining requests for

di scovery, if any, upon which they have been unabl e,
despite their best efforts, to reach an agreenent.

| nasmuch as the Board has neither the tine nor the
personnel to handle notions to conpel involving
substantial nunmbers of requests for discovery which
require tedious examnation, it is generally the policy
of the Board to intervene in disputes concerning

di scovery, by determ ning notions to conpel, only where
it is clear that the parties have in fact foll owed the
af oresai d process and have narrowed the anount of

di sputed requests for discovery, if any, down to a
reasonabl e nunber.

The parties are directed to work together to resolve
their discovery problens, in the spirit of good faith and
cooperation that is required of all litigants in Board
proceedings. In particular, no notion to conpel should be
filed unless the parties are truly unable, after making
their best efforts, to work out nutually acceptable
solutions to their discovery problens without the Board’ s
hel p.

Dates renmmin as set.?

2 Al though the Board ordinarily suspends proceedings
retroactively to the filing date of a notion to conpel, inasmuch
as the Board denied the notion for failure to establish the

requi site threshold good cause, there is no reason to suspend
proceedi ngs. See Tradenark Rule 2.120(e)(2), and Opticians Ass’'n
of America v. |Independent Opticians of America Inc., 734 F.Supp
1171, 14 USPQ2d 2021 (D.N.J. 1990), rev'd on other grounds, 920
F.2d 187, 17 USPQ@d 1117 (3d G r. 1990).



